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1. The examiner acknowledges the cancellation of claim 20 and 
the amendment to claim 18 filed on Apr. 26, 2007. Claims 18 
and 19 are pending. 

The "Amendment to the specification" section filed on 
Sep. 5, 2007, has been entered. 

2. The "Amendment to the claims" section and the "Amendment to 
the specification" section filed on Jan. 9, 2007, did not comply 
with 37 CFR 1.121 for the reasons discussed in the Notice of 
Non-compliant amendment mailed on Mar. 27, 2007. Accordingly, 
those sections have not been entered. 

3. The "Amendment to the specification" section filed on 

Apr. 26, 2007, did not comply with 37 CFR 1.121 for the reasons 
discussed in the Notice of Non-compliant amendment mailed on 
Jul. 5, 2007. Accordingly, that "Amendment to the 
specification" section has not been entered. 

4. The objection to the specification set forth in the office 
action mailed on Aug. 17, 2006, paragraph 4, has been withdrawn 
in response to the replacement paragraph at page 8 and the 
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replacement tables at pages 11-14 of the specification filed on 
Sep. 5, 2007. 

The objection to claim 18 set forth in the office action 
mailed on Aug. 17, 2006, paragraph 7, has been withdrawn in 
response to the amendment to claim 18 filed on Apr. 26, 2007. 

5. The examiner notes that the instant specification at 

page 9, lines 1-2, defines the term "wax" recited in the instant 
claims as "referring to any wax with melting point less than 
70°C, and is used to provide anti-offset characteristics." 

6. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

7. Claims 18 and 19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over US 5,145,762 (Grushkin) combined 

US 5,741,617 (Inaba) and US 5,797,070 (Waki) . 

Grushkin discloses toner particles that are obtained by the 
method comprising the following steps: (1) powder blending a 
hydrophilic cubic magnetite associated with the tradename MAPICO 
BLACK, a styrene-n-butylacrylate copolymer, as the toner binder 
resin, a charge enhancing ingredient, i.e., a charge control 
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agent, and a wax, such as a polypropylene wax; (2) feeding the 
blended mixture of step (1) to an extruder; (3) injecting water 
and triisostearoyl titanate, a titanate coupling agent, into the 
extruder during the melt-mixing of the blended mixture of 
step (1) in the extruder; (4) removing the water and other 
volatiles from the melt-mixed mixture through a vacuum; 
(5) cooling the resultant melt-kneaded mixture; (6) pulverizing 
the cooled mixture of step (5) to obtain toner particles having 
a volume median diameter of from 8 to 12 microns; 
(7) classifying the toner particles of step (6) to remove fine 
particles having a volume median diameter of below 4 microns and 
those particles having a volume median diameter of more than 
20 microns; and (8) blending hydrophobic silica to the toner 
particles of step (7). Col. 6, lines 5-30; and example 1 at 
col. 12, line 33, to col. 13, line 4. The resultant toner 
particles were tested in the XEROX Corporation 1012 imaging 
apparatus, i.e., a /'photocopier . " Col. 13, lines 4-5. The 
magnetite associated with the tradename MAPICO BLACK meets the 
pigment limitation recited in instant claim 18. The styrene-n- 
butylate copolymer meets the polymerized co-monomers 
compositional limitation recited in instant claim 18. The 
volume median diameter of 8 to 12 microns meets the particle 
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size range of "about 3 to about 20 microns" recited in instant 
claim 18. According to Grushkin, the titanate coupling agent 
and the hydrophilic magnetite are reacted during the melt mixing 
of 'the toner components. Col. 5, line 66, to col. 6, line 2. 
Thus, the resultant magnetite-titanate coupling agent reaction 
product meets the limitation of treating the pigment with a 
coupling agent recited in instant claim 18. Furthermore, 
because the titanate coupling agent treats the magnetite 
associated with the tradename MAPICO BLACK during the melt 
mixing of the toner components, including the charge control 
agent and the wax, it is 'reasonable to presume that the titanate 
coupling agent also treats the charge control agent and the wax, 
thereby meeting the limitation of treating the charge control- 
agent and wax with a coupling agent as recited in instant 
claim 18. The burden is on applicant to prove otherwise. In 
re Fitzgerald , 205 USPQ 594 (CCPA 1980) . 

Grushkin does not explicitly state that the wax is 
"micronized" as recited in instant claim 18. However, as 
discussed above, the wax is powder blended with the other toner 
components and internally incorporated in the toner particles, 
and the resultant toner particles have a volume median diameter 
of 8 to 12 microns. Thus, because the micron-sized toner 
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particles contain the wax, it is reasonable to presume that the 
wax is smaller than the 8 to 12 microns volume median diameter 
of the toner particles, i.e., that the wax is "micronized. " The 
burden is on applicants to prove otherwise. Fitzgerald , supra. 

Grushkin does not exemplify toner particles comprising a 
wax as defined in the instant specification. See paragraph 5, 
supra . However, Grushkin does not limit the type of wax used in 
its toner particles. See reference claim 1, which recites 
melt-blending toner resin particles and "wax." Grushkin 
teaches that the wax can be a low molecular weight wax. Col. 9, 
lines 56-57 . 

Inaba discloses wax composition No. 1, which comprises 
aliphatic ester waxes 1, 5, and 10, and has a melting point 
of 60°C. The wax composition No. 1 has a weight average 
molecular weight Mw of 1,400 and a number average molecular 
weight Mn of 660. See Wax composition No. 1 at col. 22 and 
Table 1. The wax melting point of 60°C meets the melting point 
range of less than 70°C of the instant specification's wax 
definition. See paragraph 5, supra . According to Inaba, toners 
comprising said wax composition have superior low-temperature 
fixing and anti-offset properties, and form OHP film images of 
high quality. Col. 3, lines 56-59 and 65-67. Inaba further 
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discloses that images formed from said toners can be fixed 
without the application of oil. Col. 3, lines 60-63. Inaba 
teaches that said toners can be. obtained by a melt-kneading- 
pulverization method. Col. 14, lines 49-60. 

It would have been obvious for a person having ordinary 
skill in the art to use Inaba 7 s wax composition No. 1 as the wax 
component in the toner particles disclosed by Grushkin. That 
person would have had a reasonable expectation of successfully 
obtaining a toner having the benefits disclosed by Inaba. 

Grushkin does not explicitly disclose that its toner 
particles have a "spherical" shape as recited in instant 
claim 18. However, the benefits of obtaining spherical toner 
particles are well known in the toner art. For example, Waki 
discloses that it is advantageous for spherical toners to have a 
shape factor SF-1 of 100 to 180, preferably from 100 to 140. 
Col. 8, lines 8-27. Waki discloses that the shape factor SF-1 
represents the degree of sphericity of the toner, and a shape 
factor SF-1 closer to 100 means that the shape of the toner 
particles is closer to a sphere.' Col. 8, lines 29-32. Waki 
discloses that said spherical toner particles can be produced by 
heating a pulverized toner prepared by melting, blending, 
pulverization, and classification; or by the application of 
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impact to the toner particle surface of a pulverized toner. 
Waki, col. 8, lines 50-56; and col. 13, lines 34-39. As 
discussed supra , Grushkin obtains its toner particles by a melt- 
kneading-pulverization method. According to Waki, a spherical 
toner is "electrified uniformly at the surface because of its 
spherical or nearly spherical shape," and has a weaker adhesion 
to the surface of the photosensitive member to cause less 
"separation discharge" and "toner re-transfer." Col. 7, 
lines 42-44, and col. 7, line 62, to col. 8, line 3. Waki 
further teaches that if the SF-1 value is 180 or higher or the 
SF-2 value is 140 or higher, the "toner re-transfer is possibly 
not prevented, the transfer efficiency may be lower, fogging may 
be remarkable, or durability may be lower." Col. 8, 
lines 35-38. Accordingly, the prior art appears to' recognize 
that the SF-1 and SF-2 values are result-effective variables. 
The variation of result-effective variables is presumably within 
the skill of the ordinary worker in the art. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Waki, to further 
process the toner particles rendered obvious over the combined 
teachings of Grushkin and Inaba, such that the resultant toner 
particles are spherical having a SF-1 value and a SF-2 value as 
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taught by Waki, and to use the resultant spherical toner 
particles in the toner disclosed by Grushkin. That person would 
have had a reasonable expectation of successfully obtaining a 
spherical toner that has improved transfer efficiency and 
provides improved toner images with less fogging. 

Instant claims 18. and 19 are written in product-by-process 
format. Grushkin does not disclose that its toner particles are 
obtained by the polymerization method recited in instant 
claim 18. However, as discussed supra , the toner particles 
rendered obvious over the combined teachings of Grushkin, Inaba, 
and Waki meet the compositional limitations, particle size 
limitations, and spherical shape limitation recited in instant 
claim 18. Thus, it appears that the toner particles rendered 
obvious over the combined teachings of the cited prior art are 
the same or substantially the same as the microsphere particles 
made by the process limitations recited in instant claim 18. 
The burden is on applicant to prove otherwise. In re Marosi , 
218 USPQ 289 (Fed. Cir. 1983) and In re Thorpe , 227 USPQ 964 
(Fed. Cir. 1985). MPEP 2113. 

Grushkin does not explicitly disclose that its toner is 
used in a ''laser printer" as recited in instant claim 19. 
However, the recitation vv for use in a laser printer" is merely a 
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recitation of intended use that does not distinguish the toner 
recited in the instant claims from the toner rendered obvious 
over the combined teachings of Grushkin, Inaba, and Waki. A 
recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

8. Applicant's arguments filed on Jan. 9, 2007, as applicable 
to the rejection over Grushkin set forth in paragraph . 7 above 
have been fully considered but they are not persuasive. 

Applicant asserts that none of the references taken alone 
or in combination discloses all of the limitations recited in 
instant claim 18. In particular, applicant asserts that none of 
the references discusses "the use of 'monomers, ' but rather 
discloses copolymers''; that Grushkin does not disclose that its 
toner particles are obtained by the polymerization method 
recited in instant claim 18; and that the toner "particle size 
achieved in Grushkin is because of a step involving pulverizing. 
In the present case, the particle size is achieved during the 
process which is substantially different that what is disclosed 
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in any of the three references." Applicant asserts that "one 
skilled in the art would not be [sic: have been] motivated to 
combine the references but for hindsight presented after reading 
the present patent application . " 

Applicant's assertions are not persuasive for the following 
reasons : 

First, instant claim 18 recites that the co-monomers are 
polymerized to form "polymerized microsphere particles" in 
step (g) and that any residual co-monomers are removed in 
step (h) . In other words, the microsphere particles claimed in 
claim 18 are "polymerized microsphere particles" which comprise 
polymerized co-monomers, i.e., a copolymer. Thus, as discussed 
in the rejection in paragraph 7 above, the Grushkin toner 
particles comprise a styrene-n-butylacrylate copolymer as the . 
toner binder resin. Because the microsphere particles in 
claim 18 comprise polymerized co-monomers, i.e., a copolymer, 
and the Grushkin styrene-n-butylacrylate copolymer binder resin 
is a copolymer, the Grushkin styrene-n-butylacrylate copolymer 
meets the polymerized co-monomers compositional limitation 
recited in instant claim 18. 

Second, instant claims 18 and 19 are not drawn to a process 
of making a microsphere particle or a color toner, respectively. 
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Rather, claims 18 and 19 are drawn to products, namely a 
microsphere particle and a color toner, respectively. As 
discussed in the rejection in paragraph 7 above, instant 
claims 18 and 19 are written in product-by-process format. 

"[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based 
on the product itself. The patentability of the product does . 
not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from the 
product of the prior art, the claim is unpatentable even though 
the prior product was made by a different process/' See 
MPEP 2113, quoting In re Thorpe , 777 F.2d 695, 698, 227 USPQ 
964, 966 (Feb. Cir . 1985) . 

For the reasons discussed above and in the rejection in 
paragraph 7 above, because the toner particles rendered obvious 
over the combined teachings of the cited prior art meet the 
compositional limitations, the particle size limitations, and 
the spherical shape limitations recited in instant claim 18, 
those toner particles appear to be the same or substantially the 
same as the microsphere particles and toner particles made by 
the process limitations recited in instant claims 18 and 19. 
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Applicant has not provided any objective evidence showing 
differences unobvious, or not, between the claimed product made 
by the process limitations recited in instant claims 18 and 19 
and the toner particles rendered obvious over the combined 
teachings of the cited prior art. 

Third, in response to applicant's assertion that the 
examiner's conclusion of obviousness is based upon improper 
hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based 
upon hindsight reasoning. But so long as it takes into account 
only knowledge which was within the level of ordinary skill at 
the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin f 443 F.2d 1392, 
170 USPQ 209 (CCPA 1971). 

As discussed in the rejection in paragraph 7 above, the 
prior art provides reason, suggestion, and motivation to a 
person having ordinary skill in the art to use the Inaba wax 
having a melting point of 60°C as the wax in the Grushkin toner 
particles, and to further process the toner particles rendered 
obvious over the combined teachings of Grushkin and Inaba such 
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that the resultant toner particles are spherical in shape as 
taught by Waki . 

Accordingly, for the reasons discussed above and in the 
rejection in paragraph 7 above, the combined teachings of 
Grushkin, Inaba, and Waki render obvious the microsphere 
particles and toner particles recited in instant claims 18 
and 19, respectively. Therefore, the rejection of claims 18 
and 19 stand. 



9. THIS ACTION IS MADE FINAL. Applicant is reminded of the 

extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the mailing date of this final action. 



10. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Mr, Mark Huff, can be 
reached on (571) 272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) , If you would, 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 
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